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SIR: 



This petition is in response to the Official Communication mailed on May 14, 2008. 

This petition under 37 CFR §1.181 requests that the requirement under 37 CFR 
§1.105, specifically items 1-6, be withdrawn as improper. 

With regards to items 1-6, Applicant respectfully submits that the requests are 
improper under 37 CFR §1.105. Requests 1-6 are reproduced below. 

1 . What is the current status of Japanese application 

2002- 292621 filed October 4, 2002. 

2. What is the current status of Japanese application 

2003- 103115 filed April 7, 2003? 

3. Did the Japanese Patent Office make any rejections 
in Japan 2002-292621 filed October 4, 2002? If so, submit 
a copy of each rejection. 
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4. Did the Japanese Patent Office make any rejections 
in Japan 2003-103155 filed April 7, 2003? If so, submit a 
copy of each rejection. 

5. What is the application number and current status of 
every application that claims priority to Japanese 
application 2002-292621? 

6. What is the application number and current status of 
every application that claims priority to Japanese 
application 2003 - 1 03 1 1 5 ? 

Applicant notes that a proper request under 37 CFR § 1 . 1 05 is a request for factual 
information, which is reasonably necessary to properly examine or treat a matter in a pending 
or abandoned application. A requirement for information under 37 CFR §1.105 places a 
substantial burden on the Applicant. 1 In this regard, the MPEP notes that: 

The criteria stated in 37 CFR 1.105 for making a 
requirement for information is that the information be 
reasonably necessary to the examination or treatment of a 
matter in an application. 

* * * * 

The criteria of reasonable necessity is generally met, e.g., 
where: 

(A) the examiner's search and preliminary analysis 
demonstrates that the claimed subject matter cannot be 
adequately searched by class or keyword among patents 
and typical sources of non-patent literature, or 

(B) either the application file or the lack of relevant prior 
art found in the examiner's search justifies asking the 
applicant if he or she has information that would be 
relevant to the patentability determination. 

The first instance generally occurs where the invention as a 
whole is in a new area of technology which has no patent 
classification or has a class with few pieces of art that 
diverge substantially from the nature of the claimed subject 
matter. In this situation, the applicant is likely to be among 



1 MPEP §704.11. 
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the most knowledgeable in the art, as evidenced by the 
scarcity of art, and requiring the applicant's information of 
areas of search is justified by the need for the applicant's 
expertise. 

The second instance generally occurs where the application 
file, or other related applications or publications authored 
by the applicant, suggests the applicant likely has access to 
information necessary to a more complete understanding of 
the invention and its context. In this situation, the record 
suggests that the details of such information may be 
relevant to the issue of patentability, and thus shows the 
need for information in addition to that already submitted 
by the applicant. 

The present request for information is not reasonable as it does not satisfy the above- 
noted criteria. There has been no demonstration that the claimed subject matter cannot be 
adequately searched. On the contrary, the Examiner has provided several 892 forms which 
include prior art found by the Examiner. Furthermore, in the Examiner's view, the file 
wrapper does not lack adequate prior art as the Examiner continues to reject the claims with 
the art of record (some of which have been supplied by Applicant). Moreover, the Office has 
not informed Applicant that the invention is in an area of technology without a classification, 
nor has the Office indicated that there is a lack of relevant prior art. 

Furthermore, a requirement for information is not proper when no further action 
would be taken by the Examiner. 2 Since the Examiner has already rejected the pending 
claims and the outstanding rejection is final, there is no further action for the Examiner to 
take. 

The Examiner has been able to reasonably examine the application and the present 
requests are not reasonably necessary to further examine the application. 

Furthermore, the broad language in items 5 and 6, such as "every" makes items 5 and 
6 particularly burdensome, and are not reasonably necessary to examine the present 
application. 



2 MPEP §704.11(111). 
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Accordingly, Applicant respectfully submits that this request for information is 
improper. It is respectfully submitted that this Petition under 37 CFR §1.181 be granted and 
that the Examiner withdraw his requirement for information under 37 CFR §1.105. 



Respectfully submitted, 



OBLON, SPIVAK, McCLELLAND, 
MAIER& NEUSTADT, P.C/ 
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